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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

In the matter of Application Serial No.:zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA76/685,731
Filed: January 14, 2008
For the mark: MASA
Published in the Trademark Official Gazette on August 23,2011

Masayoshi Takayama,

Plaintiff,zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

v. Concurrent Use No. 94002596

D'Amico Holding Company,

Defendant.

DEFENDANT'S CROSS-MOTION AND EMBODIED MEMORANDUM OF LAW IN
SUPPORT OF ITS MOTION FOR SUMMARY JUDGMENT

INTRODUCTION

Pursuant to Fed. R. Civ. P. 56(a) and 37 C.F.R. § 2.127, D'Amico Holding Company

("D' Amico") brings this Cross-Motion for Summary Judgmentand requests that the Trademark

Trial and Appeal Board (the "Board") enter summary judgmentin D'Amico's favor. Trial is

unnecessary because the undisputed facts of record establish that D'Amico's MASAzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA& Design

mark is incontestable. Consequently, Masayoshi Takayama ("Plaintiff') is entitled to a

concurrent use registration for the territory in which he actually used the MASA mark prior to

D'Amico's constructive notice date of February 12, 2008, which is New York City, NY.

However, because the parties agreed to a specific geographic territory for Plaintiff's use of the

MASA mark, the Board may broaden Plaintiff's registrable rights to New York and 50 miles

around New York City, NY. The undisputed facts set forth below are supported by the evidence

of record and the Declaration of Bradley J. Walz.



STATEMENT OF UNDISPUTED FACTS zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

• On November 30, 2006, D'Amico filed U.S. Application Serial NumberzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA77/054,435 for

its MASAzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA& Design mark in connection with "restaurant and bar services" in

International Class 43 ("D'Amico's Application"). [Decl.Walz, at Ex. 1.]

• D'Amico's Application matured into U.S. Registration Number 3,380,250 ("D'Amico's

Registration"), which issued on the Principal Register on February 12, 2008.[Id.]

• Since February 12, 2008, D'Amico has continuously used itsMASA & Design mark in

commerce.zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA[ Id., at Ex. 2.]

• MASA is not generic for restaurant and bar services.[See id., at Ex. 1.]

• There has been no final adverse decision to D'Amico's claimof ownership, right to

register, or right to keep its MASA& Design mark.[Id., at Ex. 2.]

• No proceeding has been filed in any District Court challenging D' Amico's ownership of

D' Amico's Registration or the validity thereof.[Id.]

• No Petition to Cancel D'Amico's Registration has been filed with the Board. [Id.]

• D'Amico filed the Declaration of Incontestability with the USPTO on December 13,

2013 at 12:13 PM CST.[Id.]

• The USPTO issued the Notice of Acceptance and Acknowledgement of the Declaration

ofIncontestability for D' Amico's MASA& Design mark on December 28,2013.[Id., at

Ex. 3.]

• Plaintiff filed its amendment to convert its geographically unrestricted application on

December 13,2013, which was served on D'Amico bye-mail at 4:06 PM. [Id., at Ex. 4.]

• As of the registration date of D'Amico's MASA& Design mark on February 12, 2008,

Plaintiff had only used his MASA mark in connection with one restaurant in New York

City, NY. [ Id., at Exs. 5,6.]

• Since 2004, Plaintiffs MASA has been a single location at 10Columbus Circle, Time

Warner Center,4/F, New York, NY 10019.[Id., at Exs. 5 - 8.]
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ARGUMENT zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

1. THEREISNOGENUINEDISPUTEOFMATERIALFACTTHATD'AMICOISENTITLEDTOTHE
ENTIREUNITEDSTATESEXCEPTFORNEWYORKAND50 MILESAROUNDNEW YORK
CITY,NYzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

A.zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBAStandard of Review

Summary judgment is appropriate when there is an absence of genuinely disputed

material facts. FEDR. CIV. PROC.56(c). "When the moving party's motion is supported by

evidence sufficient to indicate that there is no genuine dispute of material fact, and that the

moving party is entitled to judgment, the burden shifts to the nonmoving party to demonstrate the

existence of specific genuinely disputed facts that must beresolved at trial."Sincla ir Oil Corp. v.

Sumatra Kendrick,85 U.S.P.Q.2d 1032, 1034 (T.T.A.B. 2007). "The nonmoving party may not

rest on the mere allegations of its pleadings and arguments in response to the motion, but must

designate specific portions of the record or produce additional evidence showing the existence of

a genuine issue of material fact for trial."Id.

As the concurrent use applicant, Plaintiff has the burden toshow that: (1) he made lawful

concurrent use of the MASA mark in commerce prior to the filing dates of D' Amico's MASA

and MASA & Design applications; and (2) that confusion, mistake, or deception is not likely to

result from his continued use of the MASA mark in the areas in which he is currently using his

mark.Turdin, Jr. v. Trilobite, Ltd.,109 U.S.P.Q.2d 1473 (T.T.A.B. 2014) There is no dispute-

that the first condition to the issuance of a concurrent use registration has been satisfied.See id.

The parties acknowledged in the Confidential Settlement Agreement that Plaintiff used the

MASA mark in connection with Japanese sushi restaurant and bar services in New York City,

NY since at least 2004. [Dkt. No.6, Decl. Plumley, Ex. A.]It is also undisputed that D' Amico

filed its application to register its MASA& Design mark for "restaurant and bar services" on

November 30,2006. [Decl. Walz, Ex. 1.]
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There is also no dispute that the second condition to the issuance of a concurrent use

registration has been satisfied.zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBASee Trilobite, Ltd.,109 U.S.P.Q.2d at 1473. Pursuant to Paragraph

1 of the Confidential Settlement Agreement, D'Amico will not provide restaurant or bar services

under the MASA mark in New York or within 50 miles of New York City, NY. [Dkt. No.6,

Decl. Plumley, Ex. A.] Likewise, pursuant to Paragraph 2 of the Confidential Settlement

Agreement, Plaintiff will not provide restaurant or bar services under the MASA mark in

Minnesota, 50 miles of Minneapolis, MN, or Florida.zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA[Id.] What remains in dispute are the

registrable rights to the remainder of the United States possessed by each party.zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

B. Because D'Amico's MASA& Design mark is incontestable, D'Amico's registrable
r ights extend to the entire United States except for New Yorkand 50 miles around
New York City,NY

An incontestable registration is conclusive evidence of the owner's exclusive right to use

the registered mark nationwide. Lanham Act §§ 7(c), 33(b), 15 U.S.C. §§ 1057(c), 1115(b). A

mark becomes incontestable when the registered mark has been continuously used in commerce

for five consecutive years after the date of registration, unless one of four exceptions exists.

Lanham Act § 15, 15 U.S.C. § 1065.

The MASA & Design mark has been continuously used in commerce since February 12,

2008, and none of the four exceptions apply. [Decl. Walz, at Ex. 2.] There is no final decision or

pending proceeding involving D'Amico's ownership of or theright to register the MASA&

Design mark. [See id.] D'Amico submitted the declaration of Paul Smith within one year

following the fifth and sixth years after registration of the MASA & Design mark.[Id.] And

MASA is not generic for restaurant and bar services.[See id., at Ex. 1.] Finally, the USPTO

acknowledged the incontestability of D'Amico's MASA& Design mark. [Id., at Ex. 3.]
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Therefore, there is no genuine dispute of material fact thatD' Amico's MASAzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA& Design mark is

incontestable.

"An 'incontestable registration' cannot be challenged on the basis of prior rights in a

mark substantially similar to the registered mark."zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBABoi Na Braza, LLCv. Terra Sui Corp. a/k/a

Churrascaria Boi Na Brasa,Concurrent Use No. 94002525, at 17 (T.T.A.B. March 26, 2014)

(citing Lanham Act §§ 15, 33(b)(5), 15 U.S.C. §§ 1065, 1115(b)(5)). "Under such circumstances,

a prior user normally may carve out of an incontestable registration only 'the specific area in

which it has established its prior rights prior to actual or constructive notice of said registration."

Id. at 17-18 (citing Thriftimart, Inc. v. Scot Lad Foods, Inc.,207 U.S.P.Q. 330, 334 (T.T.A.B.

1980)).

Since 2004, Plaintiff s MASA restaurant has been a single location at 10 Columbus

Circle, Time Warner Center,zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA4/F, New York, NY 10019. [SeeDecl. Walz, at Exs. 5 - 8.] Indeed,

Plaintiffs website on January 24,2008 and February 14, 2008identified only the location at the

Time Warner Center.[ Id., at Exs. 5, 6.] The constructive notice date for D'Amico's MASA &

Design registration is February 12, 2008.[ Id., at Ex. 1.] Because D'Amico's Registration is

incontestable and Plaintiff s MASA restaurant was a single location at 10 Columbus Circle,

Time Warner Center,4/F, New York, NY 10019 on February 12, 2008, there is no genuine

dispute of material fact that D'Amico's registrable rightsin its MASA & Design mark

encompass the entire United States except for New York and 50miles around New York City,

NY.

The facts of this case are very similar to the facts in theBoi Na Brazacase. Boi Na Braza,

LLC obtained two, geographically unrestricted registrations for the BOI NA BRAZA and BOI

NA BRAZA & Design marks in connection with restaurant services.Boi Na Braza, LLC,
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Concurrent Use No. 94002525, at 1-2. Terra SuI Corporation ("Terra SuI") successfully

petitioned to cancel the registration for the BOI NA BRAZA mark in standard characters, but did

not petition to cancel the registration for the BOI NA BRAZAzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA& Design mark.zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBAId., at 2. The BOI

NA BRAZA & Design mark eventually became incontestable.Id., at 17.

Following the cancellation of the registration for the BOI NA BRAZA mark in standard

characters, Boi Na Braza filed a concurrent use applicationfor the BOI NA BRAZA mark in

standard characters claiming the entire United States except for New Jersey and naming Terra

SuI as the exception to Boi Na Braza's exclusive rights.Id., at 2-3. A concurrent use proceeding

was instituted, and Terra SuI asked that Boi Na Braza's registrable rights be limited to Dallas,

TX; Atlanta, GA; and Cincinnati, OH.Id., at 3.

Because Boi Na Braza owned an incontestable registration for a mark that incorporated

the entire literal element of the mark that was subject to theconcurrent use application, Boi Na

Braza was entitled to the entire United States except for those areas where Terra SuI could

establish it had used its mark prior to the constructive notice date of the incontestable BOI NA

BRAZA & Design mark.Id., at 17-18. Terra SuI was able to establish use of its mark in New

York and New Jersey before December 24,2002, the registration date of the BOI NA BRAZA&

Design mark.Id., at 19. Therefore, the Board awarded Boi No Braza the entire United States

except for New York and New Jersey.Id., at 20.

In this case, D'Amico owns two geographically unrestrictedregistrations for its MASA

and MASA & Design marks in connection with restaurant services. D'Amico's MASA & Design

mark is incontestable. Therefore, like theBoi Na Braza case, D'Amico is entitled to the entire

United States except for New York and 50 miles around New YorkCity, NY.
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CONCLUSION zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

There is no genuine dispute of material fact that D' Amico is entitled to the entire United

States except for New York and 50 miles around New York City, NY. Therefore, D'Amico

respectfully requests that the Board grant its Cross-Motion for Summary Judgment.

Respectfully Submitted,

Date: April 22, 2014

WINTHROPzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA& WEINSTINE, P.A.zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

3?;;:7ltJ ~
Timothy D. Sitzmann
3500 Capella Tower
225 South Sixth Street
Minneapolis, MN 55402-4629
Telephone: (612) 604-6400
Facsimile: (612) 604-6800

ATTORNEYS FOR DEFENDANT
D'AMICO HOLDING COMPANY

8972134v3
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

In the matter of Application Serial No.:zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA76/685,731

Filed: January 14,2008
For the mark: MASA
Published in the Trademark Official Gazette on August 23,2011

Masayoshi Takayama,

Plaintiff,

v. Concurrent Use No. 94002596

D' Amico Holding Company,

Defendant.

DECLARATION OF BRADLEY J. WALZ

The undersigned, being hereby warned that willful false statements and the like so made

are punishable by fine, or imprisonment, or both, under 18 U.S.C. § 1001, and that such willful

false statements and the like may jeopardize the validity ofthis document declares that:

1. I am a shareholder with the law firm of WinthropzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA& Weinstine, P.A. and I am one of

the attorneys representing D'Amico Holding Company ("D' Amico") in the above-captioned matter.

2. This Declaration is submitted in support of Defendant's Motion for Summary

Judgment and is based upon my personal knowledge.

3. Attached as Exhibit 1 is a true and correct copy of the TESS ("Trademark

Electronic Search System") and Assignment database printouts showing current status and title

for the MASA & Design mark, Reg. No. 3,380,250.

4. Attached as Exhibit 2 is a true and correct copy of the Combined Declaration of

use and Incontestability under Sections 8& 15 for Registration No. 3,380,250 for the MASA&



Design mark, which was obtained from the Trademark StatuszyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA& Document Retrieval ("TSDR")

database on April 21, 2014.

5. Attached as Exhibit 3 is a true and correct copy of the Notice of Acceptance

Under Section 8 and Notice of Acknowledgment Under Section 15 for Registration No.

3,380,250 for the MASA& Design mark, which was obtained from the TSDR database on April

21,2014.

6. Attached as Exhibit 4 is a true correct copy of the e-mail correspondence sent to

me by Jennifer H. Guerra dated December 13,2013.

7. Attached as Exhibit 5 is a true and correct copy of an archived Web page from

Plaintiff's website located at the <masanyc.com> domain name on January 24,2008, which was

obtained from the website located at the <archive.org> domain name on April 18, 2014.

8. Attached as Exhibit 6 is a true and correct copy of an archived Web page from

Plaintiff's website located at the <masanyc.com> domain name on February 14, 2008, which

was obtained from the website located at the <archive.org> domain name on April 21, 2014

9. Attached as Exhibit 7 is a true and correct copy of an archived Web page from

Plaintiff's website located at the <masanyc.com> domain name on September 1, 2004, which

was obtained from the website located at the <archive.org> domain name on April 21, 2014.

10. Attached as Exhibit 8 is a true and correct copy of Plaintiff's website located at

the <masanyc.com> domain name that was obtained on April 21,2014.

FURTHER YOUR DECLARANT SAYETH NOT

?TifyzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA(JzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBAi: ~.Date: April 22, 2014 _O= - -I--+l;;'--- ~__...,...= -_"< __---

Bradley~(/zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

9003538vi
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Trademark Electronic Search System (TESS) Page 1 of2zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

United States Patent and Trademark Office

HomeISite Index ISearchIFAQIGlossaryIGuidesIContacts IeBusinessIeBiz alerts INewsIHelp

Trademarks> Trademark Electronic Search System (TESS)zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

TESS was last updated on Man Apr 2103:20:45 EDT 2014

Please logout when you are done to release system resources allocated for you.zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

Record 1 out of 1zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

TSDR ftJf.lSll1!flIJ 111l;l1!TlIW ( Use the "Back" button of the Internet Browser to
return to TESS)

Word Mark
Translations
Goods and
Services
Mark Drawing
Code
Design Search
Code

Trademark
Search Facility
Classification
Code
Serial Number
Filing Date
Current Basis
Original Filing
Basis
Published for
Opposition
Registration
Number
Registration
Date
Owner

MASA

The foreign wording in the mark translates into English as flour or dough.

IC 043. US 100 101. G & S: Restaurant and bar services. FIRST USE: 20051122. FIRST USE IN
COMMERCE: 20051122

(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

26.07.14 - Diamonds, exactly three diamonds; Three diamonds
26.07.21 - Diamonds that are completely or partially shaded
26.17.09 - Bands, curved; Bars, curved; Curved line(s), band(s) or bar(s); Lines, curved
26.17.25 - Other lines, bands or bars

SHAPES-BAR-BANDS Designs with bar, bands or lines
SHAPES-COLORS-3-0R-MORE Design listing or lined for three or more colors
SHAPES-DIAMONDS Diamond shaped designs including shaded or more than one diamond

77054435

November 30, 2006

1A

1A

November 27,2007

3380250

February 12, 2008

(REGISTRANT) D'Amico Holding Company CORPORATION MINNESOTA 211 North First Street

http://tmsearch. uspto.gov Ibinlshowfield?f=doc&state=4808 :rtk3jk.2.1 4/21/2014



Trademark Electronic Search System (TESS)zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

Attorney ofzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA
Record

Description of
Mark

Type of Mark

Register

Affidavit Text

Live/Dead
Indicator

Page 2 of2

Minneapolis MINNESOTA 55401

Stephen R. Baird

The color(s) orange, light orange, yellowy-orange, and yellow is/are claimed as a feature of the
mark. The mark consists of the color orange appears in the letter "M," lighter orange appears in the
first letter "A," yellowy-oranqe in the letter "S," and yellow in the second letter "A." The stylized
design appears in a yellowy-orange color.

SERVICE MARK

PRINCIPAL

SECT 15. SECT 8 (6-YR).

LIVE

I.HOME I SITE INDEXI SEARCH I eBUSINESS I HELP I PRIVACY POLICY

http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4808:rtk3jk.2.1zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA4/21/2014



USPTO Assignments on the Web Page 1 of 1zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

United States Patent and Trademark OfficezyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

HomeISite Index ISearchIGuidesIContacts IeBusinessIeBiz alerts INewsIHelp

Assignments on the Web> Trademark Query

No assignment has been recorded at the USPTO

For Serial Number: 77054435

If you have any comments or questions concerning the data displayed, contact PROzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBAI Assignments at 571-272-3350. v.2.3.4
Web interface last modified: Jul 8, 2013 v.2.3.4

I .HOME IINDEXI SEARCH I eBUSINESSI CONTACTUS I PRIVACYSTATEMENT

http://assignments.uspto.goy/assignments/q?db=tm&qt=sno&reel=&frame=&sno=77054435 4/2112014
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PTO Form 1583 (Rev 5/2006)

OMS No. 0651·0055 (Exp 09/30/2014)zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

Combined Declaration of Use and Incontestability under Sections
8& 15

The table below presents the data as entered.zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

3380250

77054435zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

MASA (stylized and/or with design)

Stephen R. Baird

WINTHROP & WEINS TINE PA

THROP & WEINSTINE PA



Minnesota

55402-4629

United States

(612) 604-6585

604-6985

trademark@winthrop.com

Yes

225 S 6TH ST STE 3500

sbaird@winthrop.com

Stephen R. Baird

WINTHROP & WEINSTINE PA

225 S 6TH ST STE 3500

MINNEAPOLIS

Minnesota

(612) 604-6985zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

EMAIL
trademark@winthrop.com;sbaird@winthrop.com; bwa1z@winthrop.com;
tsitzmann@winthrop.com; jbri1ey@winthrop.com



Yes

043

and bar services

SPNO-207250219132-
155030795 . Specimen for MASA and Design mark in Class 43.pdf

\\TICRS\EXPORT16\IMAGEOUT16\770\544\77054435\xmll\8150002.JPG

\\TICRS\EXPORT16\IMAGEOUT16\770\544\77054435\xmll\8150003.JPG

Photocopy of Registrant's menu

300

300zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

SIGNATURE SECTION



12/12/2013zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

CCzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

FILING INFORMATION

FriDec 1313:13:36EST2013

USPTO/S08N15-207.250.219.
132-20131213131336414137-
3380250-5007180c37al£35dl
6£3f8c8e6c684aec4664d84bO
aa37ac12cdfa2973044581c-C
C-12830-20131212155030795
359



PTO Form 1583 (RevzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA5/2006)

OMB No. 0651·0055 (Exp 0913012014)zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

Combined Declaration of Use and Incontestability under Sections 8 & 15
To the Commissioner for Trademarks:

REGISTRATION NUMBER: zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA3380250
REGISTRATION DATE: 02/12/2008

MARK: (Stylized and/or with Design, MASA)

The owner, D'Amico Holding Company, a corporation of Minnesota, having an address of
211 North First Street
Minneapolis, Minnesota 55401
United States

is filing a Combined Declaration of Use and Incontestability under Sections 8& 15.

For International Class 043, the mark is in use in commerce onor in connection withall of the goods or
services listed in the existing registration for this specific class: Restaurant and bar services;and the mark
has been continuously used in commerce for five (5) consecutive years after the date of registration, or the
date of publication under Section 12(c), and is still in use in commerce on or in connection withall goods
or services listed in the existing registration for this class. Also, no final decision adverse to the owner's
claim of ownership of such mark for those goods or services exists, or to the owner's right to register the
same or to keep the same on the register; and, no proceeding involving said rights pending and not
disposed of in either the U.S. Patent and Trademark Office orthe courts exists.

The owner is submitting one specimen for this class showing the mark as used in commerce on or in
connection with any item in this class, consisting of a(n) Photocopy of Registrant's menu.

Original PDF file:
SPNO-207250219132-155030795 . Specimen for MASA and Design mark in Class 43.pdf
Converted PDF file(s)(2 pages)
Specimen File1
Specimen File2
The registrant's current Attorney Information: Stephen R.Baird of WINTHROP& WEINSTINE PA

225 S 6TH ST STE 3500
MINNEAPOLIS, Minnesota (MN) 55402-4629
United States

The registrant's proposed Attorney Information: Stephen R. Baird of WINTHROP& WEINSTINE PA
225 S 6TH ST STE 3500
MINNEAPOLIS, Minnesota (MN) 55402-4629
United States



The phone number is (612) 604-6585.

The fax number is (612) 604-6985.

The email addressistrademark@winthrop.com.
The registrant's current Correspondence Information: STEPHEN R BAIRD of WINTHROPzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA&
WEINSTINE PA

225 S 6TH ST STE 3500
MINNEAPOLIS, Minnesota (MN) 55402-4629
United States

The registrant's proposed Correspondence Information: Stephen R. Baird of WINTHROP&
WEINSTINE PA

225 S 6TH ST STE 3500
MINNEAPOLIS, Minnesota (MN) 55402-4629
United States

The phone number is (612) 604-6585.

The fax number is (612) 604-6985.

The email addressistrademark@winthrop.com;sbaird@winthrop.com;bwalz@winthrop.com;
tsitzmann@winthrop.com; jbriley@winthrop.com.

A fee payment in the amount of $300 will be submitted with the form, representing payment for 1
class(es), plus any additional grace period fee, if necessary.zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

DeclarationzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

The mark is in use in commerce on or in connection with the goods and/or services identified above, as
evidenced by the a ttached specimen(s) showing the mark as used in commerce. The mark has been in
continuous use in commerce for five(5) consecutive years a fter the da te of registra tion, or the da te of
publica tion under Section 12(c), and is still in use in commerce. There has been no fina l decision adverse
to the owner 's cla im of ownership of such mark, or to the owner's r ight to register the same or to keep the
same on the register ; and there is no proceeding involving said r ights pending and not disposed of either
in the u.s.Patent and Trademark Office or in the cour ts.

The undersigned being hereby warned that willful false statements and the like are punishable by fine or
imprisonment, or both, under 18 U.S.c. Section 1001, and that such willful false statements and the like
may jeopardize the validity of this document, declares thathe/she is properly authorized to execute this
document on behalf of the Owner; and all statements made of his/her own knowledge are true and that all
statements made on information and belief are believed to betrue.

Signature: /Paul Smith! Date: 12112/2013
Signatory's Name: Paul Smith



Signatory's Position: CFO

Mailing AddresszyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA(current):
WINTHROP & WEINS TINE PA
225 S 6TH ST STE 3500
MINNEAPOLIS, Minnesota 55402-4629

Mailing Address (proposed):
WINTHROPzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA& WEINS TINE PA
225 S 6TH ST STE 3500
MINNEAPOLIS, Minnesota 55402-4629

Serial Number: 77054435
Internet Transmission Date: Fri Dec 13 13: 13:36 EST 2013
TEAS Stamp: USPTO/S08NI5-207.250.219.132-20131213131
336414137 -33 80250-5007180c3 7a 1f35dI6f3f8
c8e6c684aec4664d84bOaa37ac12cdfa29730445
81c-CC-12830-20131212155030795359





MASA SAMPLE MENUzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

ENTREMESES
appetizers. salads and soups

, Ceviche del Dia Cevicheof thezyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBAday 9.75

Guacamole Picado Mashedavocadowah white onion. tomato.chilezyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBAserrano,
cilantroand lime;servedwith raw vegetablesandtortilla chips &.75

Ensalada de Invierno can Calabasa Rolisada
Warmroastedwinter squashandspinachsaladwith goat cheese.toastedpepitos
and chipotlevinaigrette 9.00

Carne Cruda Searedbeef tenderloinmarinatedwith pasi". and anehochiles.
servedwith pepitapeste, purplecressandradishsalad 9.00

Quesadilla can Carne Freshmasaquesadillawith Chihuahuacheese,shredded
beef,serranoandonion;servedwith poblanocrema 8.00

Salpicon can Carne de Puerco Romaineleltucesaladwith marinatedpork,
apples,avocado,cherry tomatoes andtoasted-cuminvinaigrette 850

Ensalada de Corazon de Palmitos Freshhearts of palm,localcherry tomatoes,
red onion and avocadosaladwith mixedbabylettuces,
dressedwith cilantro-limevinaigrette 7.75

Queso Fundido con Hongos MettedChihuahuaand havarlicheese
with mixedmushrooms,onion,tomato,serranoand DosEquisAmber:
servedwith warm tortillas 9.75

Jalapeno Relleno de Chorizo can queso Chihuahua
Roastedjalapelio pepperstuffedwith chorizo,applesandChihuahuacheese:
servedwith guajilloandblackbeanpuree 8.00

Arroz Negro con Calamares en Salsa Verde
Blackrice wilh calamariin salsaverde 9.75

Sopa de Tortilla Torti"asoupwith avocado,chilepasiWaandChihuahuacheese;
servedwith lime and fried tortillastrips 9.00

TORTAS
sandwiches (lunch menu)

Torta Carnilas Roastpork sandwichwith cilantro,avocado,onion, lime
and pickledpeppers 9]5

Torta al Carbon Marinatedskirt steak,roastedpoblanopeppers,onions
and salsarojo 10.50

Torta con Pallo Grilledchickenbreastmarinatedin barbacoasalsa;servedwith
cucumber,chileserrano,pickledred onion,cilantroand tomato 9.50

Torta Verdura Grilledmarinatedvegetables,pickledjolapelio vinaigretteand
griddledpanellacheese 9.50

PLATILLOS LlGEROS
lighter plates (lunch menu)

Chllaqulles con Salsa Verde Twofried eggsyour way; servedwith tortilla chips
simmeredin salsaverde,onionsandqucsofresco 12.00

Tamales can Puerco Twotamalesin sleamedcorn'husksfilled with pork,
Chihuahuacheeseand red molitosauce:servedwith cilantrorice
and frijoles negros 14.50

Camarones al Mojo de Ajo SauleedFloridagulf shrimp with toasledgarlicand
chipotlein adoboand ~me;servedwith cilantrorice 16,00

Enchiladas con Polio Eslilo Momlia Two traditional light corn tortillas,dipped
in guajillosalsa,sauteedandfilledwith chicken;servedwith potatoes.carrotsand
pickledjalapenos 13]5

Enchiladas de Carne Twotraditionaltighlcorn torliHaswith shreddedbraisedbeef,
le!luce,tomato,onionandsalsaverde:servedwith coti;aandcrema 13.75

Enchilada Vegetariana Vegetarianenchiladawith mushrooms,roasted
poblanos.chardand bla<:kbeans 13.75

Sopa de Tortilla con Pallo Tortiftasoupwith chicken,avocado.chilepasillaand
Chihuahuacheese:servedwith lime and fried tortilla strips 12.75

PARA ACOMPANAR
side dishes

Frijoles Negros Blackbeanswith epazateandquesofresco 4.50

Frijoles Charras Pintobeanswifh chorizo 4.50

Arroz Mexicano Riceflavoredwith !ornato.guajillochiles,carrot. andpeas "50

Arroz Blanco vihi!e rice with cilantroand lime ".50

DEMAlZ
com-based dishes (dinner menu)

Sope con Palo Freshmesosopewith duckconfit in mole Colorado.
mashedripe plantain.crema anejoand collie cheese 8.50

Enchiladas con Pollo Estilo Morella Two traditionallight corn tortillas.dipped
in guajillosalsa.sauteedand filledwith chicken.servedwith potatoes.carrotsand
pickledjalapenos 1650

Enchiladas can [alba Twotraditionallight corn tortillas filledwith king crab and
Chihuahuacheese:servedwith lettuce,pickledonions,salsaverde, colijaand
crema 24.00

Enchiladas de Carne Two traditionallight corn todillaswith shreddedbraised
beef, lettuce.tomato,onion andsalsaverde;servedwith cotija and crema 17,50

Tamales con Puerco Two tamalesin sleamedcorn husksfilled with pork,
Chihuahuacheeseand red molitosauce:servedwith cilantrorice
and frijoles negros 14.75

Tamal con Polio Grilledchickentamalesteamedin bananaleaf with chard,
Chihuahuacheeseand red molitosauce:servedwith cilantro rice and frijoles
negros 15.50

Tacos can Arroz y Frijoles 1550
Chooseany combinalionof threetacos;includesrice and frijole negros

al carbon marinatedskirt steak,lettuceand onions
pescado grmedmahi mahi,picodegallo,lettuceand guacamole
al pastor pork marinatedin adobosauce.grilled pineapple
and salsaverde
linga de polio shreddedchickenwith chipoUecrema
carnitas roastedpork. cilantro,onion and lime

PLATILLOS FUERTES
entrees (dinner menu)

Pollito al Campestre Grilledall-naturalchickenbreaslmarinatedin salsaverde
with roastedpoblanos.mushroomsandonion;servedwith poblanocremaand
cilantro rice 19.50

Polio con Mole Colorado estilo Oaxaca AII-naturalhalf chickenc
coked in authenticmolecolorado:servedwith fried plantains.rice
and warm tortillas 18.75

Chuleta de Puerco en Chile Guajillo Pan-roastedbone-inpork chopmarinated
in guajillochiles.onionsand roastedgarlic;servedwith cilantro rice andcitrus
salad 19.00

Chamorro de Puerco a la Plbil Roastedpork shank,broiledpineapplein adobe
and blackbeanpuree 19.75

Filete al Chipotle con Queso Chihuahua y Cebollitas Verdes
Grilledbeef tenderloinmarinatedwith chipollesalsaand finishedwith melted
Chihuahuacheeseand grilledgreenonions 28.75

Mole de Hoya con Carne de Res Beefshort ribs and vegetables
braisedin redguajillochilebroth:servedwith fresh masadumplings
and warm lorlillas 23.00

Sea Bass can SalsaHuichol y Ensalada de Arrol Grilledseabasswith salsa
Huieholbutter;cilantroricesaladwith pieode galio,romaineandslicedavocado26,75

Camarones estilo Oaxaca Sauteedflorida gulf shrimp with roasledtomalo-
morita salsa:servedwilh cilantrorice and blackbeans 19.50

POSTRES
desserts

Crepes de Cajela Bulteredcrepeswith goat'smilkcorametandcandiedpecans6.50

Flan de Coconut Coconutnan wilh toasledcoconut 6.50

Pastel de Tres Leches Threemilk cake 6,50

Churros Warmfritter>with Oaxacanchocolatesauce 6.50

Pan de Chocolate con Elado de Platano
WarmMexicanchocolatebreadpuddingwith banana-rumicecream 6.50

Helados y Sorbele Icecreamor sorbet:servedwith Mexicancookies 550zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

MASA
~~~<>. ~ .

<>



ROUTING SHEET TO POST REGISTRATION (PRU) Registration Number:zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA3380250

RAM Sale Number: 3380250

111111111111111111111111111111111111111111111
Serial Number: 77054435

11111111111111111111111111111111111111111111111111

RAM Accounting Date: 20131213 Total Fees: $300

Note: Process in accordance with Post Registration Standard Operating Procedure (SOP)

Transaction Fee Transaction Fee per Number Number of Total
Code Date Class of Classes Classes Paid Fee

§8affidavit 7205 20131213 $100 1 1 $100
§15 affidavit 7208 20131213 $200 1 1 $200

PhysicalLocation: MADCD- ALEX. CENTRAL DOCKET

Lost Case Flag: False

In TICRS (AM-FLG-IN-TICRS): True

Transaction Date: 20131213

11111111111111111111111111111111111111111111111111
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From:
Sent:
To:
Subject:

TMOfficiaINotices@USPTO.GOV
Saturday, December 28, 2013 11:00 PM
trademark@winthrop.com
Trademark RN 3380250: Official Notice of Acceptance and Acknowledgement under Sections 8 and 15 of
the Trademark Act

Serial Number: 77054435
Registration Number: 3380250
Registration Date: Feb 12, 2008
Mark: MASA(STYLIZED/DESIGN)
Owner: D'Amico Holding Company

Dec 28,2013zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

NOTICE OF ACCEPTANCE UNDER SECTION 8

The declaration of use or excusable nonuse filed for the above-identified registration meets the requirements of Section 8 of the
Trademark Act, 15 U.S.C. §1058. The Section 8 declaration is accepted.

NOTICE OF ACKNOWLEDGEMENT UNDER SECTION 15

The declaration of incontestability filed for the above-identified registration meets the requirements of Section 15 of the
Trademark Act, 15 U.S.C. §1065. The Section 15 declaration is acknowledged.

The registration will remain in force for the class(es) listed below for the remainder of the ten-year period, calculated
from the registration date, unless canceled by an order of the Commissioner for Trademarks or a Federal Court.

Class(es):
043

TRADEMARK SPECIALIST
POST-REGISTRATION DIVISION
571-272-9500

REQUIREMENTS FOR MAINTAINING REGISTRATION

WARNING: Your registration will be canceled if you do not file the documents below during the specified time periods.

Requirements in the First Ten Years

What and When to File: You must file a declaration of use (or excusable nonuse) and an application for renewal between the
9th and 10th years after the registration date. See 15 U.S.C. §§1058, 1059.

Requirements in Successive Ten-Year Periods

What and When to File: You must file a declaration of use (or excusable nonuse) and an application for renewal between
every 9th and 10th-year period, calculated from the registration date. See 15 U.S.C. §§1058, 1059.



Grace Period Filings

The above documents will be considered as timely if filed within six months after the deadlines listed above with the payment of
an additional fee.

***The USPTOzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBAWILL NOT SEND ANY FURTHER NOTICE OR REMINDER OF THESE REQUIREMENTS. THE
REGISTRANT SHOULD CONTACT THE USPTO ONE YEAR BEFORE THE EXPIRATION OF THE TIME PERIODS SHOWN
ABOVE TO DETERMINE APPROPRIATE REQUIREMENTS AND FEES.***

To view this notice and other documents for this application on-line, go to http://tdr.uspto.gov/search.action?sn=77054435.
NOTE: This notice will only be available on-line the next business day after receipt of this e-mail.
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Walz, Bradley

From:zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA
Sent:
To:

Cc:
Subject:zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

Jennifer H. Guerra <Jennifer.Guerra@cph.com>
Friday,December 13, 2013 4:06 PM
Trademark;Walz, Bradley;GleekelPeter;Trademark
David Plumley;Jennifer H. Guerra
D'Amico Holding Company v. MasayoshiTakayama;Opposition No. 91201540 -
ElectronicService
MASA_suspend.PDF;MASA_amend.PDF;T605_Motionred.PDFAttachments:

Opposer,

Opposition No. 91201540D'AMICO HOLDINGCOMPANY,zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

v.

Mark:
Serial No.:
Filed:

MASA
76/685,731
January 14, 2008

MASAYOSHITAKAYAMA,

Applicant.

Attached please find your service copies of the following documents:

1. Applicant Masayoshi Takayama's Motion to Amend the Underlying Application to An Application Claiming
Concurrent Use(Redacted);
2. Applicant Masayoshi Takayama's Motion to Amend the Underlying Application to An Application Claiming
Concurrent Use(Confidential); and
3. Applicant Masayoshi Takayama's Motion to SuspendOpposition Proceeding

Pleaseadvise if you require hard copies.

Sincerely,zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA
Jennifer H G uerra
Assistant to David A. Plumley, Lauren E. Schneider
and Steven E. Lauridsen

CHRISTIE PARKER HALE LLP

655 North Central Avenue, Suite 2300, Glendale, CA 91203
c>:2J jennifer.guerra@cph.com fi'626-795-9900 @ 626-577-8800

The information in this communication and any attached documents contain information from the law firm of Christie, Parker and Hale, LLPthat may be confidential
and/or privileged. If you are not the intended recipient, or an agent responsible for delivering it to the intended recipient, you may not read, copy, distribute or use
this information. If you have received this transmission in error, please notify the sender immediately by reply e-mail and then delete all electronic copies and
destroy any hard copies.

~ Please consider the environment before printing this e-mail

1
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MASA Page 1 of 1zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

24 IJil-
2009 ~

IN-rtiItNt,t AtOHVt

.elml~lezyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

DEC JAN MAR Close

https:llweb.archive.org/web/20080 12404573 3/http://www.masanyc.com/zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA4/18/2014
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MASA Page 1 of 1zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

'NHON" ,,0< ~IHzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBAIhttp;llmasanyc,corn/zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

._l1li110
JAN FEB MAR ClosezyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

14 ....
2009 !:l§QzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

https: / Iweb.archive.org/web/200802142153411http://masanyc.com/ 4/21/2014
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Under constructionzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

INlt!KN1!.f "~UH\:t'

IIUDaehmlJl~m~zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

Under construction

Masa Restaurant
Time Warner Center
10 Columbus Circle, 4th Floor
New York, NY 10019

Reservation: 212.823.9800

Page 1 of 1

AUG SEP NOV ClosezyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

...L..JI.1.
~ 1 ...

., " 2003 2004 2005
jjgjp

https:llweb.archive.org/web/2004090 1102224/hUp:llwww.masanyc.comizyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA4/21/2014
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MASA Page 1 of 1

http://www.masanyc.com/zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA 4/21/2014



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

InzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBAthematterof ApplicationSerialNo.:zyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA76/685,731

Filed: January14,2008
For themark: MASA
Publishedin theTrademarkOfficialGazetteon August23,2011

Masayoshi Takayama,

Plaintiff,

v. Concurrent Use No. 94002596

D' Amico Holding Company,

Defendant.

CERTIFICATE OF SERVICE BY MAIL

STATE OF MINNESOTA )
) ss.

COUNTY OF HENNEPIN )

Jo Ellen Briley, of the City of Minneapolis, County of Hennepin, in the State of Minnesota,
being duly sworn, says that on the 22nd day of April, 2014, shee-mailed a true and correct copy
of Defendant's:

1. Cross-Motion and Embodied Memorandum of Law in Support ofIts Motion for
Summary Judgment; and

2. Declaration of Bradley J. Walz.

in the above-captioned action to the last known e-mail address, to-wit:

David A. Plumley
david.plumley@cph.comzyxwvutsrqponmlkjihgfedcbaZYXWVUTSRQPONMLKJIHGFEDCBA

9005805vl


